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DETAILED ACTION 

Election/ Restrictions 

Applicant's election with traverse of subspecies A in the reply filed on August 29, 
2008 is acknowledged. The traversal is on the ground(s) that the prior art has not been 
considered in determining lack of unity and it is unclear why subspecies D (including 
figure 2e) lacks unity with respect to subspecies A. This is not found persuasive 
because The prior art has been considered in the determination of lack of unity, as is 
found on page 3 of the Office Action dated July 29, 2008. Consideration of the prior art 
with respect to the species is deemed applicable to the individual subspecies as well. 

With regard to subspecies A versus subspecies D, pins 204 in the embodiment of 
figures 2a-2c are non-magnetic and arranged between permanent magnets 201 and 
202. In the embodiment of figures 2d, 2e, and 3e, the driving pins 204 are magnetized 
and are arranged inside the permanent magnets, rotationally offset by one half of a 
pole distance (spec page 7, line 30 - page 8, line 10, producing a different result. 

Subspecies A and subspecies D are considered distinct for the reason set forth 
on page 5 of the restriction requirement mailed July 29, 2009, and are corrected below 
to include figure 2d within subspecies D. 

this application contains claims directed to more than one sub-species of the 
generic invention. These species are deemed to lack unity of invention because they 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

The species are as follows: 
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Subspecies A: Figures 2a-2c 

Subspecies B: Figure 3c 

Subspecies C: Figure 3d 

Subspecies D: Figures 2d, 2e and 3e 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The claims are deemed to correspond to the species listed above in the following 
manner: 

Subspecies A: Claims 19-24, 26-28, 30, 38-41,43-44 
Subspecies B: Claims 19-24, 26-32, 37-44 
Subspecies C: Claims 19-25, 26-28, 30, 38-41, 43-44 
Subspecies D: Claims 19-24, 26-28, 30, 32, 38-41, 43-44 

The following claim(s) are generic: 19-24, 26-28, 30, 38-41, 43-44. 

The species listed above do not relate to a single general inventive concept under PCT 
Rule 13.1 because, under PCT Rule 13.2, the species lack the same or corresponding 
special technical features for the following reasons: The above listed subspecies lack 
the same special technical feature. The special technical feature of subspecies A is non- 
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magnetic pins, the special technical feature of subspecies B is differing bar heights for 
mechanical energy transfer, the special technical feature of subspecies C is an 
arrangment of magnets to generate repelling forces, the special technical feature of 
subspecies D is magnetic pins. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement may be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
preserve a right to petition, the election must be made with traverse. If the reply does 
not distinctly and specifically point out supposed errors in the restriction requirement, 
the election shall be treated as an election without traverse. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 29, 33-37, and 42 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected Species, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on August 29, 2008. 
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Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction 
of the following is required: The "third force transmission device" cannot be 
determined. The term is not found within the specification and it is unclear what 
element the third force transmission device comprises. 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "at least one 
permanent magnet including a layer on a side facing the output element, the layer 
including material having ferromagnetic properties" (claim 28) must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings 
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for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing 
date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action 
in the next Office action. The objection to the drawings will not be held in abeyance. 

Cla im Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 21, 28, 30-32, 40 and 41 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 21 recites the phrase, "wherein a number of the second force transmission 
device of the output is greater ..." which is unclear and seems incomplete. As best 
understood, it appears as if the claim intends to recite a number of teeth, threads or 
some other force transmitting member of the second force transmission device, but no 
definite determination can be made. 

Regarding claim 28, the "layer on a side facing the output element, the layer 
including a material having ferromagnetic properties" cannot be determined. The 
drawings do not disclose a "layer" on a permanent magnet with the elected 
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embodiment, it is unclear how the claim reads on the elected embodiment. Further it is 
unclear what is considered to be "ferromagnetic properties", the scope of the phrase 
cannot be determined. 

Regarding claims 30-32, it the scope of the claims is unclear because it is unclear 
what the "third force transmitting device" comprises. To the extent best understood, 
the third force transmitting device is believed to be the drive pins, however this is 
cannot be definitely determined. 

Regarding claims 40 and 41, the scope of the claims cannot be determined 
because the phrase, "a point at which the output element is supported" is unclear. It is 
unclear what the output element is supported by, how it is supported, and to what 
point the distance is measured to. 

Cla im Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 19, 21 22, 38-41,43, and 44 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Maxson et al. (US Patent 2,295,988). 

A preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body 
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of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). 

Maxson discloses a device comprising: 

A rotatable drive element (201); 

A rotatable output element (204); 

At least one force transmission device (202) arranged at an end face of the drive 
element along at least one spiral line; 

A second force transmission device arranged at an end face of the output 
element along a circumferential line (see figs. 3 and 4); 

The first and second force transmission elements are configured to transmit 
torque from the drive element to the output element, the frequency of rotation of the 
output element is lower than a frequency of rotation of the drive element (page 3, lines 
7-14). 

Regarding claim 21, as best understood, the number of teeth is greater than an 
effective number of threads of the spiral line of the drive element. 

Regarding claim 22, a greatest distance between an axis of rotation of the output 
element and an outer contour of the second force transmission device is smaller than a 
distance between axes of rotation of the drive element and the output element in a 
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region of the output element. (The radius of the output element is smaller than that of 
the input element). 

Regarding claim 39, the output element is arranged between the drive element 
and a wafer (206). 

Regarding claim 40, a shortest distance between an axis of rotation of the drive 
element and a point at which the output element is supported is not greater than one 
half of a diameter of a body of the drive gear (as best understood, the shortest distance 
is at A in figure 2, the innermost point on the spiral, the output element is considered to 
be supported on the input gear at this point, which is not greater than half of the 
diameter of the drive wheel). 

Regarding claim 41, as best understood, a shortest distance between an axis of 
rotation of the drive element and a point at which the output element is supported is 
not greater than one half of a diameter of a body of a code disk (215) (as best 
understood, the shortest distance is at A in figure 2, the innermost point on the spiral, 
the output element is considered to be supported on the input gear at this point). 

Claim 20 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Maxson. 

There is reason to believe, based on the similarity of (material, structure, etc.), 
that the functional limitation(s) of satisfying the claimed equation may be (an) inherent 
characteristic(s) of Maxson. In accordance with In re Best, 562 F.2d 1252, 195 USPQ 
430, 433 (CCPA 1977): 
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[W]here the Patent Office has reason to believe that a 
functional limitation asserted to be critical for establishing 
novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the 
authority to require the applicant to prove that the subject 
matter shown to be in the prior art does not possess the 
characteristic relied on. 

This "burden of rebutting [may be of] the PTO's reasonable assertion of 
inherency under 35 USC 102, or of prima facie obviousness under 35 USC 103" (195 
USPQ at 432). 

Accordingly, the burden is placed upon the applicant to prove that the 
limitation(s) in question is/are not (an) inherent characteristic(s) of the reference 
disclosure. 

Alternatively, as is disclosed in applicant's specification, the spiral line equation 
claimed defines an Archimedean spiral, a known mathematical form. It is within the 
level of ordinary skill in the art to select and use a shape for its particular advantageous 
properties. Since Maxson discloses a spiral, use of a particular spiral is an obvious 
modification which would perform the same function as is disclosed. It would have been 
obvious to one of ordinary skill in the art to modify Maxson and form the spiral as an 
Archimedean spiral. 

Cla im Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 23-28 and 30-32 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Maxson as applied to claim 19 above, further in view of Faus (US 

Patent 2,243,555). 

Maxson does not disclose at least one of the first and second force transmission 
device to include a permanent magnet. 

Faus teaches a first (24) and a second (25) force transmission device which 
include a permanent magnet (page 2, lines 45-51) for the purpose of imparting rotary 
motion between shafts without friction (lines 1-3). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Maxson to include a permanent magnet on the first and 
second force transmitting devices for the purpose of imparting rotary motion without 
friction as taught by Faus. 

Regarding claims 24 and 25, the force transmission devices as taught by Faus 
are configured to transmit torque in a non-contact manner through repelling magnetic 
forces (page 2, line 64). 

Regarding claims 26 and 27, Faus discloses a carrier body made of soft iron 
(page 2, line 60) which has a relative permeability greater than 100 (approximately 
1000, evidenced by article "Iron"). 
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Regarding claim 28, as best understood, the permanent magnets comprise a 
layer which is magnetic, therefore the material has ferromagnetic properties. 

Regarding claims 30-32, to the extent understood, the combination of includes 
both permanent magnets and gear teeth, which are considered the third force 
transmitting device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN KRAUSE whose telephone number is (571)272- 
3012. The examiner can normally be reached on Monday - Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Justin Krause/ 
Examiner, Art Unit 3656 

/Richard WL Ridley/ 

Supervisory Patent Examiner, Art Unit 3656 



